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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including tine fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1 .1 14. Applicant's submission filed on 16 
November 2009 has been entered. 

Response to Amendment 

2. The amendment filed on 1 6 November 2009 does not place the application in 
condition for allowance. 

Status of Rejections Pending Since the Office Action of 14 August 2009 

3. The rejection of claims 1,5-11, 14-33, 36, and 37 under 35 U.S.C. §112, second 
paragraph is withdrawn due to Applicant's amendment. 

4. Portions of the rejection of claims 1,5-11,1 4-33, 36, and 37 under 35 U.S.C 
§112, first paragraph are withdrawn due to Applicant's amendment. 

5. All other rejections are maintained. 



Claim Rejections - 35 USC §112 

6. The following is a quotation of the first paragraph of 35 U.S.C. 1 1 2: 
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The specification sliall contain a written description of tlie invention, and of tlie manner and process of 
mailing and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

7. Claims 1,5-11, 14-33, 36, and 37 are rejected under 35 U.S.C. 112, first 
paragrapli, as failing to comply with the written description requirement. The claim(s) 
contains subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention. 

In claim 1 at lines 8-9, there is no support for the limitation "whereby to 
selectively charge the battery and/or charge the battery and power the illuminator". No 
description of selective charging of the battery and or charging the battery and powering 
the illuminator is present in the specification as filed. 

Claims 5-1 1 , 14-33, 36, and 37 depend from claim 1 and therefore include all 
limitations thereof. These claims are rejected on the same grounds. 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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9. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

10. Claims 1,5-11, 14-33, 36, and 37 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Murasko et al (US 2002/0159245; hereinafter Murasko '245) in view 
of Yamamura (JP 62-106671 with English Abstract), Murasko (US 2001/0035716; 
hereinafter Murasko 716), Murasko (US 6,203,391 ; hereinafter Murasko '391), Curtin 
(US 6,160,215), and Kakinote et al (JP 59-217991; partial translation provided, full 
translation to follow) 

Regarding claim 1 , Murasko '245 teaches a fully contained solar powered 
laminated electrical tape illuminated device comprising stacked layers including a 
substrate 202 that can be plastic; a photocell 208 (i.e., a photovoltaic that is illuminated 
by the sun); a device 204, such as a thin film battery, for storing electricity produced by 
the photocell 208; a source of illumination 206; electrical circuitry 214 for connecting the 
components; and, as a protective surface, a light transmissive, electrically insulating 
material (see paragraphs 0023 to 0025). This laminated system reads on a "tape" in 
that Murasko '245 discloses adhesive backing for these devices. (Paragraph 0028) 
Note also that Murasko '245 teaches that the electroluminescent devices of Murasko 
'716 and Murasko '391 are suitable for use within their devices. (Paragraph 0030) The 
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electrical circuit is disclosed as including light sensing switches that provide for 
selectively charging the battery and/or charging the battery and powering the 
illuminator. (Paragraph 0027) 

Regarding claim 6, the substrate required in the structure of Murasko '245 
inherently has a finite thermal conductivity, and will dissipate heat at a corresponding 
rate. The structure inherently meets the limitations of this claim. 

Regarding claims 7-9, Murasko '245 discloses light-sensing switches (Paragraph 
0027), which sense ambient light levels, and actuate a switch operable to turn the lamp 
on or off. Such switches read on the claims. 

Regarding claim 1 1 , it is the Examiner's position that the electrical circuitry in the 
device of Murasko '245 inherently prevents electric current drain through the photocell. 

Regarding claim 14, Murasko '245 discloses a transparent front electrode of the 
EL lamp. (Paragraph 0027) 

Regarding claim 15, Murasko '245 discloses transparent non-electrical layers. 
(Paragraph 0025, "light-transmissive" coatings) 

Regarding claim 17, the electroluminescent lamp of Murasko '245 emits 
electromagnetic radiation having a frequency, which reads on the claim. 

Regarding claims 18-21 and 36, Murasko '245 discloses the electroluminescent 
lamp comprising an organic light emitting diode. (Paragraph 0021) 

Regarding claims 23 and 24, a metallic substrate, as disclosed in paragraph 
0025 of Murasko '245 would be reflective, and oriented to reflect light through the 
opposite surface of the device. 
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Regarding claims 25 and 26, the organic polymers listed in paragraph 0021 are 
fluorescent and luminescent. 

Regarding claim 27, insulating substrates are dielectric (Paragraph 0025). 

Regarding claim 30, leads 214 (Paragraph 0027) are electrodes on the 
electroluminescent device, contacts to the power supply, and connection between both, 
meeting the limitations of the claim. 

Regarding claim 33, Murasko '245 discloses using plural devices to provide a 
signal. (Paragraph 0028) 

Relevant to claims 5, 10,31, and 32, Murasko '245 teaches using the laminated 
devices for signs, billboards, or other illuminated designs or images. (Paragraph 0028) 
In a different embodiment, the reference also teaches signal receivers/transmitters as 
claimed (Paragraph 0036; microprocessor control) and a second EL lamp connected to 
the power supply, which can be illuminated at different times than the first lamp. 
(Paragraph 0037) Such a second lamp requires a separate, alternative power outlet 
(i.e. from battery) and inlet (i.e. to second EL lamp) as required by claim 5. 

Murasko '245 also teaches using an adhesive on the protective surface or base 
sealing layer to affix the devices onto surfaces. (Paragraph 0028) 

Regarding claim 1 , Murasko et al do not explicitly teach a removable covering 
over the adhesive, specifically flexible components and device as claimed, the thin film 
solar cell overlying the thin film battery, or the device having the claimed order of layers. 
Regarding claim 16, Murasko et al do not teach a clear adhesive. Within the cited 
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embodiment of Figure 2, Murasko et al does not explicitly disclose an alternative power 
inlet and outlet as claimed in claim 5, the transmitters and receivers claimed in claim 10, 
or the edge to edge assembly/lamination required by claims 31 and 32. 

Curtin teaches providing solar cells having an adhesive layer over an outer 
protective surface, and a removable backing over a clear adhesive layer that allows the 
cell to be affixed to any desired substrate. (Figure 6; Abstract; Column 4, lines 16-19) 

Murasko '716 teaches an electroluminescent device that is flexible. (Paragraph 
0030) And Murasko '391 specifically discloses flexible substrates for EL devices. 
(Column 1, lines 15-17; Column 2, lines 57-63) 

Yamamura et al teaches reduction in the number of parts of a laminated solar 
battery device and simplified assembly achieved by disposing a charge storage device 
(Capacitor) on the non-light receiving surface of a thin-film solar cell assembly. 
(Constitution section of Abstract; Figure 1 ) 

Kakinote et al is cited for teaching a conventional configuration of a solar 
powered illumination device. Kakinote et al provides a translucent illuminator (7) 
overlying the thin-film photovoltaic layer (11) and other underlying layers, with the 
translucent illuminator positioned adjacent transparent protective layer 1 . (Figures 1 and 
2; provided partial translation) 

Regarding claim 1 , it would have been obvious to one having ordinary skill in the 
art to modify the device of Murasko '245 by including a removable backing on the 
adhesive layer, as taught by Curtin, because a skilled artisan would have recognized 
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the advantage of such a backing in that it allows easier handling of the devices prior to 
affixing on a surface, (i.e. no adhesion until desired, no need to apply an adhesive 
immediately prior to mounting) 

Furthermore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to further modify the device of Murasko '245 by 
disposing the thin film charge storage device on the non-light receiving surface of the 
thin film solar cell, as taught by Yamamura, because Yamamura teaches that such a 
design reduces the number of parts required and simplifies the assembly of the device. 
(Purpose section) 

In addition, as to the claimed order of layers, Kakinote et al demonstrate that it is 
conventional to position the illuminator layer (7) on the light-receiving side of the 
photovoltaic cell between the cell (1 1 ) and the protective layer (1 ). Selection of such a 
known configuration of layers in a solar-powered illumination device amounts to a 
matter of design choice, obvious to one having ordinary skill in the art. Only the 
expected result of a functioning illumination device would have resulted from the 
combination, and full expectation of success would be present in the combination, as 
the references are concerned with solar powered illumination devices. The teachings of 
Yamamura et al and Kakinote et al demonstrate the obviousness of selecting the 
instantly claimed sequence of layers. 

Furthermore it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to further modify the device of Murasko '245 by 
selecting a flexible electroluminescent device of Murasko '716 and flexible substrates 
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taught by Murasko '391, because Murasko '245 suggests using tlie electroluminescent 
devices of Murasko '716 and Murasko '391 for this purpose (Paragraph 0030), and 
selection from among known flexible substrate materials for electroluminescent devices 
would have been obvious to one having ordinary skill in the art. 

Based on the teachings of the prior art as applied above, all claim limitations are 
taught, except for explicit teachings of flexibility in the respective photovoltaic, battery, 
and circuitry, and overall device. It is the Examiner's position that thin film 
semiconductor, metal, and dielectric films that form the thin film photovoltaic and battery 
layers and leads 214 are "flexible", inasmuch as none of these materials has sufficient 
thickness to impart rigidity when disposed on a flexible substrate. The overall laminated 
structure will be flexible when disposed on a flexible substrate. 

Specific to claim 16, it would also have been obvious to one having ordinary skill 
in the art to use a clear adhesive, as taught by Curtin, because it would allow adhesion 
of the device on the interior side of windows and the like, increasing the protection of 
the devices from damage while still allowing light to reach the solar cell and the light 
from the EL lamps to be visible from the exterior. 

Regarding claim 5, it would have been obvious to one having ordinary skill in the 
art at the time the invention was made to modify the device of the embodiment of Figure 
2 of Murasko '245 by connecting a second lamp to a battery, as taught in Paragraph 
0037 of Murasko '245, because it would increase the illumination provided by the 
system and enable a wider variety of display designs powered by a singe cell/battery 
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unit. Such a system would liave lower manufacturing costs than two lamps powered by 
separate cell/battery units, providing additional motivation for such an arrangement. 

Regarding claim 10, it would have been obvious to one having ordinary skill in 
the art at the time the invention was made to modify the device of the embodiment of 
Figure 2 of Murasko '245 by using a computer to control the illumination performed by 
the system, because this would enable desirable complex illumination patterns, such as 
those described in paragraph 0036, for creative and attractive displays. 

Regarding claim 22, any material that transmits light and has a refractive index 
other than 1 reads on this claim. The polyester film substrate of Murasko '391 meets 
the limitation. 

Regarding claim 28, conventional polyester film substrates, as used by Murasko 
'391, are smooth. 

Regarding claim 29, the device as claimed Includes the removable backing, 
which is at an exterior surface. Curtin teaches a paper backing (Column 4, lines 7-16), 
and paper is textured. 

Regarding claims 31 and 32, it would have been obvious to one having ordinary 
skill in the art at the time the invention was made to place plural adhesive devices of the 
embodiment of Figure 2 of Murasko '245 adjacent each other in making a sign, billboard 
or other display design, depending on what shape or design is desired. Adjacent 
placement of these devices reads on the limitations of these claims. 

Regarding claim 37, this claim is directed to formation of the claimed product by 
a specified process, and does not further limit the claimed structure. "[E]ven though 
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product-by-process claims are limited by and defined by the process, determination of 
patentability is based on the product itself. The patentability of a product does not 
depend on its method of production. If the product in the product-by-process claim is the 
same as or obvious from a product of the prior art, the claim is unpatentable even 
though the prior product was made by a different process." In re Thorpe, 777 F.2d 695, 
698, 227 USPQ 964, 966 (Fed. Cir. 1985) As there is no evident structural difference 
between the structure of the prior art and that claimed, the claim is rejected on the same 
grounds as claim 1 . 



Response to Arguments 

1 1 . Applicant's arguments filed 16 November 2009 have been fully considered but 
they are not persuasive. 

Regarding the rejection of the claims under 35 U.S.C. §112, first paragraph. 
Applicant argues that figures 2 and 4 teach connection of the battery layer, the 
photovoltaic layer, and the illuminator whereby to selectively charge the battery layer 
and/or charge the battery and power the illuminator. The Examiner believes the figures 
to provide insufficient support for this limitation, because the figure lacks any teaching of 
what conditions are the basis for the switching function provided or, for example, 
whether the photovoltaic layer can or will be charging the battery at such time as the 
illuminator is powered. 

Applicant's arguments provide summaries of each individual reference, noting 
what the reference lacks relative to the instant claims. In response to applicant's 
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arguments against the references individually, one cannot show nonobviousness by 
attacking references individually where the rejections are based on combinations of 
references. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981); In re Merck & 
Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). Applicant is respectfully invited to 
address the motivations for the modification of the primary reference clearly stated in 
the rejection. 

Applicant further argues that Yamamura's capacitor could not be modified to be 
flexible, as the spacing between layers would vary, with the potential that the device 
would discharge or short. This is not persuasive because Yamamura teaches a solid 
dielectric layer 20 between metal electrodes to form the capacitor. Flexing of such a 
structure would therefore not have been expected to cause electrodes 19 and 21 to 
contact each other, and the layer spacing would be expected to remain largely 
unchanged despite significant flexing. No expectation for destruction of the structure or 
its function by flexing is evident. 

In response to applicant's assertion that the examiner's conclusion of 
obviousness is based upon improper hindsight reasoning, it must be recognized that 
any judgment on obviousness is in a sense necessarily a reconstruction based upon 
hindsight reasoning. But so long as it takes into account only knowledge which was 
within the level of ordinary skill at the time the claimed invention was made, and does 
not include knowledge gleaned only from the applicant's disclosure, such a 
reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 170 USPQ 209 (CCPA 
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1971). Again, applicant is invited to address the motivations relied upon for the 
modifications proposed in the rejection. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dr. Jeffrey T. Barton whose telephone number Is 
(571)272-1307. The examiner can normally be reached on M-F 9:00AM - 5:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Basia Ridley can be reached on (571) 272-1453. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status Information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Jeffrey T. Barton/ 

Primary Examiner, Art Unit 1795 

30 July 2010 



